United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/776,781 



02/06/2001 



Jacques Theze 



22850 7590 06/08/2004 

OBLON, SPIVAK, MCCLELLAND, MAIER & NEUSTADT, P.C. 
1940 DUKE STREET 
ALEXANDRIA, VA 22314 



202930US0CIP 



3255 



EXAMINER 



MERTZ, PREMA MARIA 



ART UNIT 



PAPER NUMBER 



1646 

DATE MAILED: 06/08/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 



Application No. 



09/776781 



Examiner 

Prema M Mertz 



Applicant(s) 



THEZE ET AL 



Art Unit 

1646 



The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 

Period for Reply 
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DETAILED ACTION 

1 . A request for continued examination under 37 CFR 1.114, including the fee set forth in 
37 CFR 1.17(e), was filed in this application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the fee set forth in 37 CFR 1.17(e) 
has been timely paid, the finality of the previous Office action has been withdrawn pursuant to 
37 CFR 1.114. Applicant's submission filed on 4//29/2004 has been entered. 

2. Claims 1-15, 17, 33-37, have been canceled previously. Original claims 18, 27-30, 31- 
32, 38-41, and amended claims 16, 19-20, 21-25, (3/5/2004) are pending and under 
consideration in the instant application. 

Claim rejections-35 USC § 112, first paragraph 

3. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 16, 19-25, 28-32, 38-41 are rejected under 35 U.S.C. 1 12, first paragraph, as 
failing to comply with the written description requirement. The claim(s) contains subject matter, 
which was not described in the specification in such a way as to reasonably convey to one skilled 
in the relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 

Claim 16, line 3, for example, recites "competes with IL-2 for IL-2R P-chain binding" 
which language is new matter in the claim, since the instant specification fails to disclose such a 
limitation. The specification fails to provide proper support for this language in the claims for the 
following reason: 
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The specification page 39, discloses: 

Studies were performed either with a murine cell line transfected by human IL-2Rp gene 
(TS1 p) or with an IL-2 dependant human leukemic cell line (Kit 225 from Dr. T. HOR1). 

IP130 stimulates the proliferation of TSIp in the absence of IL-2. In the presence of IL-2 
a strong synergy is observed with the peptide. Both activities are obtained at comparable 

concentrations (IC-50 uM). 

1P130 acts only on cell lines expressing human IL-2R0. This is in agreement with 

previous studies showing that murine IL-2RP does not bind IL-2 (CHASTAGNER et al. 1996, 

Eur. J. Immunol. 26:201-6). Consequently, classical murine cell lines (C30-1, CTLL, HT-2, ....) 

usually used to assay IL-2 activity remains insensitive to IP130 effects. Furthermore anti-human 

IL-2R(3 blocking mAb neutralizes the effects of IP 130. 

The specification does not disclose the specific limitation "competes with IL-2 for IL-2R 
P-chain binding". In fact the specification on page 39, lines 22-24, discloses that in the presence 
of IL-2 a strong synergy is observed with the IP130 peptide. Furthermore, the peptide of SEQ 
ID NO:6 is the IP 131 peptide disclosed on page 5, lines 26-29, of the specification. This 
rejection can only be obviated by reciting the specific limitation for which there is support in the 
instant specification. 

Claims 19-25 are rejected under 35 USC § 112, first paragraph because they also recite 
the new matter "competes with IL-2 for IL-2R P-chain binding". Claims 26, 28-32, 38-41 are 
rejected under 35 USC § 1 12, first paragraph insofar as they depend on the above claims for their 
limitations. 

Claim rejections-35 USC §112, second paragraph 
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4. Claims 16, 19-26, 28-32, 38-41 are rejected under 35 U.S.C. § 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 16 is vague and indefinite because it recites " which competes with IL-2 for IL-2R 
p-chain binding and/or lymphocyte stimulatory activity". It is unclear how the peptide could 
compete with IL-2 and if it does not bind, then how can the peptide stimulate lymphocytes? It is 
suggested that the claim be amended to recite the specific activity of the peptide for which there 
is a basis in the instant specification. 

Claims 19-25 are rejected as vague and indefinite because they recite the limitation " 
which competes with IL-2 for IL-2R p-chain binding and/or lymphocyte stimulatory activity". 

Claims 19-26, line 1, are vague and indefinite because they recite, "is an amino acid 
sequence" rather than "which consists of an amino acid sequence", since an amino acid sequence 

is a property of a peptide. 

Claims 22-25, line 3, are vague and indefinite because they recite, "which competes with 
IL-2. . ." rather than "which peptide competes with IL-2. . .". 

Claims 24 and 25, line 3, are vague and indefinite because they recite, "such that" rather 

than the conventional "so that". 

Claims 28-32, 38-41, are vague and indefinite insofar as they depend on the above claims 

for their limitations. 
Conclusion 

No claim is allowed. 
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Claims 18 and 27 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form. 

Advisory Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Prema Mertz whose telephone number is (571) 272-0876. The 
examiner can normally be reached on Monday-Friday from 7:00AM to 3:30PM (Eastern time). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Kunz, can be reached on (571) 272-0887. 

Official papers filed by fax should be directed to (703) 872-9306. Faxed draft or 
informal communications with the examiner should be directed to (571) 273-0876. 

Information regarding the status of an application may be obtained from the Patent 
application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov . Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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